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REMARKS 

This Amendment is in response to the Office Action of November 12. 
2004. Applicants respeclfuily submit that all the claims presently on file are 
in condition for allowance or appeal. 

REJECTION UNDER 325 USC 103 

Claims 1, 2, 3, 5-13 and 15-17 were rejected under 35 U.S.C. 103 (a) as 
being unpatentable over He et ol. (U. S. Pat. No. 6.088,461), hereinafter 
referred to as "He" in view of Barrett et al (U.S. 2001 /0042051 A) , hereinafter 
referred to as "Barrett". Applicants respectfully traverse this rejection and 
submit that the claims on file ore not obvious in view of cited references. In 
support of this position. Applicants submit the following arguments: 

A. Legal Standards for Obviousness 

The following are court opinions set the general standards in support of 
Applicant's position of non-obviousness, wilti emphasis added for added 
clarity: 

• MPEP 706.020). " To establish a prima facie cose of obviousness, three 
basic criteria must be met. First there must be some suggestion or 
motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally the prior art reference (or 
references when combined^ must teach or suggest all the claim 
limitations. The teaching, or suggestion to make the claimed 
combination and 1tie reasonable expectation of success must both be 
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found in the prior art and not based on applicant's disclosure. In re 
Vaeclc 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991) ... The initial 
burden is on the examiner to provide some suaaesfion of the desirohiiity 
of doing what the inventor has done. 'To support the conclusion that the 
claimed invention is directed to obvious subject matter, either the 
references must ftypresslv or im oKedlv suggest the claimed invention nr 
the examiner must present a convincing line of reasoning as to why the 
artisan would have found the claimed Invention to have been obvious 
in light of the teachings of the references." Ex parte Clapp, 227 USPQ 
972, 973 (Bd. Pat. App, 8c Inter, 1986).' 

• »n deferminino the diff erences behveen the prior art ond the claims, the 
question under 35 U.5.C. 103 not whether the differences themselves 
would have been obvious, but whether the claimed invention as q 
whole would hovft been obvious Tha prior nrt p^r^^h,^^ ^ ^^^^ f^j- 
mechanisms to dampen resonance, whereas the Inventor eliminated 
the need for dampening via the one-piece gapless support structure. 
"Because that insight was contrary to the understandings and 
expectations of the art, the structure effectuating it would not have 
been obvious to those skilled in the art." 713 F.2d at 785, 218 USPQ at 700 
(citations omitted). 

• iVlPEP §21 43.03, "All Claim Limitations Must Be Taught or Suggested: To 
establish prima facie obviousness of a claimed invention, oH the claim 
iimifations must be taua ht or suggested bv the prior nrt In re Royka 490 
F.2d981, 180 USPQ580(CCPA 1974). "All words in g claim must be ' 
considered in Judging the patentability of that claim against the prior 
art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). If 
an independent claim is nonobvious under 35 U.S.C. 103, then any claim 
depending therefrom Is nonobvious. In re Fine, 837 F.2d 1071 5 USPQ2d 
1596 (Fed. Cir. 1988)." 

• MPEP §21 43.01 , "The Prior Art Must Suggest The Desirability Of The 
Claimed Invention: There are three possible sources for a motivation to 
combine references: the nature of the problem to be solved, the 
teachings of the prior art, and the knowledge of persons of ordinary skill 
in the art." In re Rouffet, 149 F.3d 1360, 1367, 47 USPQ2d 1453, 1457-68 
(Fed. Cir. 1998) (The combination of the references fought every 
element of the ctaimed inventi on, however without o motivgfion to 
combine, a rejection based o n a prima facie case of obvious was h^iH 
. improper ). The level of skill in the art cannot be relied upon to provide 

Page 3 of 15 



PAGE 6/18 * RCVD AT 1>28/20DS 8:20:24 PM [Eastern Standard Time] * SVR:U8PTO-EFXRF-1<1 * DNIS:8729306 * C8ID: * DURATION (inm-ss):09-12 



01/26/05 WED 17:24 FAX 



il007 



the suggestion to combine references. Al-Site Corp. v. VSI Inf I Inc 1 74 
F.3cl 1 308, 50 USPQ2d 1 161 (Fed, Cir. 1 999). 

' 'Obviousness cannot be established by connbining the teachings of the 
prior art to produce the claimed invention, absent some teaching or 
suggestion supporting the combination." In re Fine, 837 F.2d at 1075 5 
USPQ2d at 1598 (citing ACS Hosp. Sys. v. Montefiore Hosp., 732 F2d 
1572, 1577 221 USPQ 929, 933 (Fed. Or. 1984)). What a referenc«^ 
t eaches and whether it teaches toward or awav from the claimed 
inventipn are questions of fact. See Raytheon Co. v. Roper Corp 724 
F.2d951, 960-61, 220 USPQ 592, 599-600 (Fed Cir. 1983), cert, denied 469 
U.S. 835, 83 L. Ed. 2d 69 105S Ct. 127 (1984). " 

"When a rejection depends on a combination of prior art references 
there must be some teaching. suQaestio n. or motivation to combine tfie 
references. See In re Geigen 815 F.2d 686, 688, 2 USPQ2d 1276, 1 278 
(Fed. Cir. 1987)." Obviousnes s can only he established bv corribinlng nr 
modifying the teachings of the prior art to produce the claimed 
invention where there Is some teQ ching. suggestion, or motivation tn do 
so found either explicitly or implicitly in the references themselves or in 
the knowledge generally available to one of ordinary skill in the art See 
MPEP 2143.01; In re Kotzab, 217 F.3d 1365, 1370. 55 USPQ2d 1313 1317 
(Fed. Cir. 2000); In re Fine, 837 F.2d 1071, 5 USPQ2d 1696 (Fed Cir 1988)- 
and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

"With respect to core factual findings in a determination of 
patentability, however, the Board cannot simpfv reach conclusion*; 
based on its own understanding or expariftn^ft _ or on its assessment of 
what would be basic knowledge or common sense, Rather, the BoorH 
must point to some concrete evid ence in the record |n support of these 
findings," See In re Zurko, 258 F.3d 1379 (Fed. Cir. 2001). 

"We have noted that evidence of g suggestion, teaching, or moHvatiQn 
to combine may flow from the prior art references themselves, the 
knowledge of one of ordinary skill in the art, or. In some cases, from the 
nature of the problem to be solved, see Pro-Mold & Tool Co. v. Great 
Lakes Plastics, Inc, 76 F.3d 1568, 1573, 37 USPQ2d 1626, 1630 (Fed. Cir 
1996), Para-Ordinance Mfg. v. SGS Imports Intern., Inc., 73 F.3d 1085 
1088, 37 USPQ2d 1237, 1240 (Fed, Cir. 1995), although "the suggestion 
more often comes from the teachings of the pertinent references " 
Rouffet, 149 F.3d at 1 355, 47 USPQ2d at 1466. The range of sources 
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available, however, does not diminish the requirement for actual 
evidence. That Is, the showing must be clear and particular See e g 
C.R. Bard, 1 57 F.3d at 1 352, 48 USPQ2d at 1 232. Broad conclusorv 
statements regnrriina the teachi ng of multiple references, standing 
alone, are not "evidence " p g McElmurry v. Arkansas Power & Light 
Co., 995F.2d 1576, 1578, 27 USPQ2d 1129, 1131 (Fed. Cir. 1993)C'Mere 
denials and conclusory statements, however, are not sufficient to 
establish a genuine issue of material fact."); In re Sichert, 566 F 2d 1 154 
1164, 196USPQ209,217(CCPA 1977),"Seeln reDembiczak, 175F. 3d' 
994(Fed. Cir. 1999). 

• "To prevent the use of hindsight based on the invention to defeat 
patentabiirty of the invention, this court reauires the examiner to show a 
rnotfvgtion to combine t he references that create the case of 
obviousness. In other words, the examiner must show reoson « that the 
skilled artisan, confronted with the same problems as the inventor and 
with no knowledge of the claimed invention, would select the element 
from me cited prior art references for combination in the manner 
claimed." See In re Rouffet. 149, F.3d 1350 (Fed. Cir. 1998). 

• The mere fact that references can be combined or modified does not 
render the resultant combination obvious unless the prior art also 
suggests the desirabll ih^ of the combination . In re IVIills, 916 F.2d 680 16 
USPQ2d 1430 (Fed. Cir. 1990). Although a prior art device "may be ' 
capable of being modified to run the way the apparatus is claimed, 
there must be a sugg estion or motivation In me reference to do so." 916 
F.2d at 682, 16 USPQ2d at 1432.). See also in re Fritch, 972 F.2d 1260 23 
USPQ2d 1780 (Fed. Cir. 1992) (flexible landscape edging device which is 
conformable to a ground surface of varying slope not suggested by 
combination of prior art references). 

• If the proposed modificatio n would render the prior art Invention belna 
nnodified unsatisfactory for its intended purpose, then there is no 
suggestion or motivation to make the proposed modification. In re 
Gordon, 733 F.2d 900, 221 USPQ 1 125 (Fed. Cir. 1984) 
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B. SummQ rv of the Present Invention 

Prior to discussing the merit of ttie obviousness rejection under 35 U.S.C. 
1 03, it might be desirable to review a summary of the present invention and 
some of the features provided thereby. The present svstem rnr method) 
introduces th e concept of 'implicit lonoff' which is a secure log-off 
procedure that can be used in oddlHon to the conventional express log-off 
and cookie termination. 

The implicit log-off procedure presents numerous advantages over the 
conventional termination or logoff procedures. In that if reduces the risk tr. 
a user resulting from choosing an Ins e cure site while looaed onto g secure 
site. Users are provided with pop up warnings on their monitors, alerting 
them to the unattended pending connection to the secure site. The implicit 
log-off procedure further mitigates the ri«;l^ nf jpslna contmi of private 
Information as the result of a session that has not been appropriately 
terminated by the user, in addition, the implicit iog-off procedure reduces 
the business costs associated witti n nnr^ - productive. secure sessinr^ nnn 
avoids undesirable log-offs bv providing t o the user anorooriate wnrning .. 

The implicit log-off procedure nrnvide s an add-on no tiflcntinn fr^nH, 
to the user's browser that is completely transparent to ttie user, sends a 
message to the ebusiness server notifying it that the client is no longer 
actively involved in a secure, online transaction. This notification mavre.<;L]lt 
from total inacti vity on t he part of the client, from the clienrs cMr.f, nf 
another site or p age th a t i s not sect ire, or from simolv leaving the sen, .r^ 
site. 
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In the event that the user enters another web site while still logged Into 
the secure site, and In particular one associated with an ebusiness other 
than the one supporting the secure transaction, a warning message may 
be displayed on the user's monitor. The warning informs the user that he or 
she may be in danger of compromising secure information and is advised 
to log-off from the secure site. Failure bv the user to resnond oDnro printeiy 
to the wa rning messages results in no imoiicit loa-off at sten .'^30. which 
means that the client will implicitiv s^n d the ion-off message evftntto th^ 
server 15 without the use r explicitly rhoosino the logout option. 

In use, the user visits a website of a business using a web browser. At 
some point, the user enters a secure region through log-in. At this point, the 
browser begins to track the user's activity. Subseguently one of the 
following events moy occur: 

a) The user selects a new IJRI . if this URL is a secure region within the 
same business site, the warning system remains dormant pursuant to 
the e-business site administrator policy or discretion. 
The user selects a new tJPI if this URL is outside the business spocft 
such as for example the URL of another business, the system may be 
configured to bring up a warning pop-up window on the user's 
monitor, informing the user that he or she is leaving the security zone. 
The user is given the opportunity to log off from the secure 
connection. 

c) The user selects a non-. secure region of the same busine.<?.'; .sitQ . The 
system may optionally warn the user. Repeated warnings to the user 
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can cause annoyance and, henca the system allows the user to turn 
off these warnings. 

The user may enter a pe riod of inactivity within the secure site . After a 
preset duration the warning system brings up a pop-up window to 
warn the user tl^at he or she should continue the transaction, log off, 
or set the time out duration to a period of his or her own choice. 
Should the client fail to respond in a pre-determined time the system 
may log off the user. 

C. Indep endent Claims 1.9, and 1 1 

The following Table summarizes Applicants arguments in response to the 
office action, in support of the allowability of the representative 
independent claim 1 . 
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First Distinguishing Araumant 



Applicants are in agreement witli ttie Examiner tfiat He does not 
expressly disclose the implicit logoff process. Applicants have provided a 
specific definition of the concept of "implicit logoff" to include a secure 
log-off procedure thgt cgn be used in gdcHfion in t hg> conventional express 
log-off and cool<ie termination. 

More specifically, ttie term "implicit log-off" was coined in the present 
application for the purpose of describing the functionality of the invention, 
as follows: "implicit log-off (at step 330, which) means that the client will 
implicitly send the log-off message event to the seiver 15 without the user 
explicitiv choosing the logout option " 

Since the term "implicit log-off" was clearly defined by Applicants, jt 
would not be permissible for the Eynmin.= > r to redefine this term in hinrt-^ight 
in order to justify a rejection ground. As an example, the fact that the user 
has left the initiol site and the central controller is notified, does not imnlv 
that the user will be automoticallv nnri im p licitly loaned off, as de.<?crlhftH in 
the present aPDlicntinn 

Second DisHnauishino Argument 

Applicants agree with the Examiner that He does not explicitly disclose: 
(1) wherein if the user selects an insecure site while logged on to the 
secure site of the server, the notification module sends a warning notice to 
the user to alert the user of an impending logoff from the secure site, and 
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(2) further sends a termination command to ttie secure transaction 
protection module for Implicitly logging off the user from the secure site, 
and 

(3) where in response to the termination command, absent an 
instruction from the user to maintain a connection with the secure site exists 
the secure site, the notification module sends a message to the secure 
transaction protection module for logging off the user from the secure site. 

In essence, the Examiner is basically arguing that the main reference, 
namely He. does not disclose the foregoing Important elemente Qf the 
present Invention. Rather, the Examiner resorts to a secondary reference, 
Barrett, to compensate for the absence of ttiese elements from He. 

Third Disti nguishing Argument 

The Examiner states that Barrett discloses web browsers that require that 
a security warning be displayed to the user which indicates that the user Is 
leaving a secured communication channel, and refers to pgge 5. col 1. 
lines 21 -48 (Paragraph 47) of Barrett. However. Paragraph 47 states in part, 
as follows, with emphasis added: 

"The user cannot gctuaily l egve the secured communication 
channel until cllcldng the "c ontinue" button on the security worninn 
This extra step Imposes an additional burden on the consumer and 
slows down the processing of the transaction." 

In other terms, contrary to the present invention, the Barrett system does 
not automatically leaves the secur e site until expressly authorized bv the 

Paae 12 of 15 
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user, This feature, which is relied upon by the Examiner, actually teaches 
awgy from the prese nt invention that teaches "implicit logoff " to terminate 
the connection. 

Fourth Distinouishino Argument 

The Examiner resorts to Barrett as disclosing a security warning. However. 
the Examiner does no t address the following remaining features, which, 
admittedly (by the Examiner) are not disclosed by the primary reference. 
He: 

''the notification module sends a warning notice to the user to 
alert the user of an impending logoff from the secure site, and further 
sends a terminotion commnnri to the secure transaction protection 
f^oclule for implicitl y loaaina off the user from the secure site ; and 

wherein the secure transaction protection module causes the 
session to be terminated in response to the termination command, 
absent an instruction from the user to maintain a connection with the 
secure site ." 

Applicants respectfully submit that the foregoing two claim elements 
are neither disclosed by He nor by Barrett. Accordingly, and pursuant to 
MPEP 7O6.O20) that states: '' To establish a prima facie case of obviousness. 
three basic criteria must be m^t ... the prior art reference for reference.^ 
when combined') must t each or sungest ail the claim limitations. ' since 
neither He nor Barrett di scloses all the elements/limitations of claim 1 . the 
office oction falls to e stablish a prima facie case of obviousness. 
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Fifth Distinguishing Argument 

Applicants submit tl^at He and Barrett cannot be properly combined in 
view of the legal grounds above. Neither nor Barrett provides evidence of 
g suggestion, teachi no. or motivation to combine these fwn rftforonoog . 
The legal authorities above require that the evidence be clear and 
particular, and note that broad conclusorv statements regarding the 
teaching of multiple references, standing alone, are not "evidence." 

More specifically, the fact that it would be desirable to combine "two" 
references, neither of which teaches the important elements of the 
invention as claimed, simply to "provide the security system of He with the 
enhanced capability of notifying when a user exists the central controller or 
(secure site)" does not qualify as "evidence" within the ambit of the legal 
authorities above. Actually, it should be clear that the present invention 
relates to "implicit logoff, ond none of these two references provides the 
ability to gliow the "implicitly lo o off" process to termingte the connectinn 
absent a user instructio n to the contrary. In addition, and as indicated 
eatWer. Barrett tea ches awav from the Implicit loaoff concept and thus 
clearly distinguishes over claim 1 of the present invention. 

Claim 1 is thus not obvious in view of He or Barrett, and the allowance of 
this claim and the claims dependent ttiereon is earnestly solicited. 

Independent claims 9 and 1 1 are gllowable for containing a similar 
subject matter to that of claim 1 . Therefore, claims 9 and 1 1 and the claims 
dependent thereon are also allowable. 
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CONCLUSION 

All the claims presently on file in the present application are in condition 
for immediate allowance, and such action Is respectfully requested. If it is 
felt for any reason that direct communication would serve to advance 
prosecution of this case to finality, the Examiner is invited to call the 
undersigned at the below-listed telephone number. 



Respectfully submitted. 



Samuel A. Kassatly Law Office 
20690 View Oaks Way 



Date: January 26. 9nnf^ 




San Jose, OA 951 20 
Tel: (408) 323-51 1 1 
Fax: (408)521-0111 



Samuel A. Kassatly 
Attorney for Applicants 
Reg. No. 32,247 
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